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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )S Responsive to communication(s) filed on 12 July 2004 . 

2a)D This action is FINAL. 2b)K This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1. 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1-160 is/are pending in the application. 

4a) Of the above claimfs) 17-30.54.57 and 153 is/are withdrawn from consideration. 

5) S Claimrs^ l-l 6.31-43.45-50.82-99 and 101-131 is/are allowed. 

6) 13 Claim(s) 51. 56.58.59.63-66 J1.74-81. 132.134.135.140-143.147.150 and 154-160 is/are rejected. 

7) 13 Claim{s) 44.52.53.55.60-62.67-70.72.73.100.133.136-139.144-146.148. 149. 151 and 152 is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)P The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction Is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 

I I )□ The oath or declaration Is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)D All b)n Some * c)[J None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachments) 

1) [E Notice of References Cited {PTO-892) 

2) □jMotice of Draftsperson's Patent Drawing Review (PTO-948) 

3) [y Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 

Paper No(s)/Mail Date Z0o4 -0fe\0} Z^Oo^ 02.02,. 



4) □ Inten/iew Summary (PTO-413) 
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DETAILED ACTION 

Election/Restrictions 
Applicant's election without traverse of Group A (claims 1-16, 31-53, 55, 56, 58- 
152, 154-160) in the reply filed on 07/12/2004 is acknowledged. Claims 17-30, 54, 57 
and 153 are hereby withdrawn from further consideration. 

Claim Objections 

Claim 44 is objected to because of the following informalities: in line 2, "each 
the" should be -each--. Appropriate correction is required. 

Claim 60 is objected to because of the following informalities: in line 1 , "56" 
should be -58~. Appropriate correction is required. 

Claim 100 is objected to because of the following informalities: in line 1 , "89" 
should be -99~. Appropriate correction is required. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification siiall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 157-159 are rejected under 35 U.S.C. 112, second paragraph, as being 

indefinite for failing to particularly point out and distinctly claim the subject matter which 

applicant regards as the invention. 
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Claim 157 recites the limitation "claims 160" in line 1. There is insufficient 
antecedent basis for this limitation in the claim. 

Claims 158 and 159 recite the limitation "the pair of first plates and second 
plates" in lines 1-3. There is insufficient antecedent basis for this limitation in the claim. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition 
of matter or any new and useful improvement thereof, may obtain a patent therefore, subject to the 
conditions and requirements of this title. 

Claims 76-81 and 154-156 are rejected under 35 U.S.C. 101 because they are 
drawn to non-statutory subject matter. In claims 76 and 154, line 2, applicant positively 
recites part of a human, i.e. "implanted between a pair of vertebral bodies". Thus claims 
76-81 and 154-156 include a human within their scope and are non-statutory. 

A claim directed to or including within its scope a human is not considered to be 
patentable subject matter under 35 U.S.C. 101. The grant of a limited, but exclusive 
property right in a human being is prohibited by the Constitution. In re Wakefield, 422 
F.2d 897, 164 USPQ 636 (CCPA 1970). 

Claim Rejections - 35 USC § 102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
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applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 51, 74-78, 80 and 81 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Grinberg et al. (U.S. 6,770,095 B2). Grinberg et al. teaches an 
intervertebral implant comprising: a first plate having a socket S formed thereon; and a 
second plate having a ball B formed thereon, wherein the ball has first SW1 and second 
SW2 sidewalls that are substantially perpendicular to a surface of the second plate; 
wherein some socket walls are perpendicular to a surface of the first plate while others 
are not perpendicular to a surface of the first plate. 

Concerning the limitations of claims 76-78, 80 and 81 , it is noted that the device 
of Grinberg et al. appears to be substantially identical to the device claimed, although 
produced by a different process, therefore the burden is upon the applicant to come 
forward with evidence establishing an unobvious difference between the two. In re 
Marosi, 218 USPQ 289 (Fed. Cir. 1983). 
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Claims 132, 134, 135, 140, 141, 147, 154-156, 158 and 159 are rejected under 
35 U.S.C. 102(e) as being anticipated by Eisermann et al. (U.S. 6,740,118 B2). 
Eisemiann et al. teaches an intervertebral implant comprising: a first plate 34 having a 
socket 70 formed thereon; and a second plate 32 having a ball 60 formed thereon, 
wherein the second plate has a channel 57; wherein the first and second plates have 
keels 80 & 120 (also protrusions or ridges); and wherein the socket walls are not 
perpendicular to a surface of the first plate. 

Concerning the limitations of claims 154-156, 158 and 159, it is noted that the 
device of Eisermann et al. appears to be substantially identical to the device claimed, 
although produced by a different process, therefore the burden is upon the applicant to 
come fonward with evidence establishing an unobvious difference between the two. In re 
Marosi, 218 USPQ 289 (Fed. Cir. 1983). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 56, 58, 59, 63, 64 and 71 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Ginberg et al. Ginberg et al. teaches all of the limitations of the 
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present invention except the first and second plates have keels (protrusions or 
protuberances) aligned in parallel planes. 

Viart et al. (FR 2805985) teaches an intervertebral disc prosthesis having an 
upper plate 2 and a lower plate 3 both of which have keels "7 to allow said plates to 
become anchored in the upper and lower end plates of the vertebral bodies of the 
overlying and underlying vertebrae." (lines 7-9 of column 3) It would have been obvious 
to one of ordinary skill in the art at the time of the present Invention to supply keels as 
taught by Viart et al. to the first and second plates of Ginberg et al. to aid in the 
anchoring of the plates in the upper and lower end plates of the vertebral bodies of the 
overlying and underlying vertebrae. 

Claims 65 and 66 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Ginberg et al. in view of Viart et al. as applied to claims 63 and 64 above, and 
further in view of the following. The combination of Ginberg et al. and Viart et al. 
discloses the claimed invention except for the protrusions having a profile of right 
triangles. It would have been an obvious matter of design choice to one skilled in the art 
at the time the invention was made to construct the protrusions such that they had the 
profile of right triangles, since applicant has not disclosed that such solves any stated 
problem or is anything more than one of numerous shapes or configurations a person 
ordinary skill in the art would find obvious for the purpose of providing a forming edge in 
the heating portion or clamp. In re Dailey and Eilers, 149 USPQ 47 (1966). 

Claims 142 and 143 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Eisermann et al. in view of the following. Eisermann et al. teaches all of the 



Application/Control Number: 10/684,669 Page 7 

Art Unit: 3732 

limitations of the present invention except the protrusions have the profile of right 
triangles. It would have been an obvious matter of design choice to one skilled in the 
art at the time the invention was made to construct the protrusions such that they had 
the profile of right triangles, since applicant has not disclosed that such solves any 
stated problem or is anything more than one of numerous shapes or configurations a 
person ordinary skill in the art would find obvious for the purpose of providing a forming 
edge in the heating portion or clamp. In re Dailey and Eilers, 149 USPQ 47 (1966). 

Claim 160 is rejected under 35 U.S.C. 103(a) as being unpatentable over Gordon 
(U.S. 6,228,1 18). Gordon teaches an intervertebral implant with an upper plate and a 
lower plate having a forward bending movement of degrees; a reanward bending 
movement of degrees; a right lateral bending movement of degrees; a left lateral 
bending movement of degrees; a right axial rotation of degrees; a left axial rotation of 
degrees; and an inhibition of forward to rearward movement between the upper plate 
and the lower plate. 

Hence Gordon teaches all of the limitations of the present invention except the 
specific degree measures claimed. It would have been obvious to one having ordinary 
skill in the art at the time the invention was made to form the joint of Gordon such that it 
had a fonward bending movement of 10 degrees; a reanward bending movement of 5 
degrees; a right lateral bending movement of 5 degrees; a left lateral b*ending 
movement of 5 degrees; a right axial rotation of 3 degrees; and a left axial rotation of 3 
degrees, since it has been held that discovering an optimum value of a result effective 
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variable involves only routine skill in the art. 
215 (CCPA 1980). 
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In re Boesch. 617 F.2d 272, 205 USPQ 



Allowable Subject Matter 

Claims 1-16, 31-43, 45-50, 82-99 and 101-131 are allowed. 

Claims 52, 53, 55, 60-62, 67-70, 72. 73, 79, 133, 136-139, 144-146, 148-150, 
152 and 157 are objected to as being dependent upon a rejected base claim, but would 
be allowable if rewritten in independent form including all of the limitations of the base 
claim and any intervening claims. 

Claims 44, 60 and 100 would be allowable if rewritten to overcome the objections 
set forth in this Office action and to include all of the limitations of the base claim and 
any intervening claims. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael B. Priddy whose telephone number is (703) 
308-8620. The examiner can normally be reached on Mon.-Fri. 8 a.m. - 5 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kevin Shaver can be reached on (703) 308-2582. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



Michael B. Priddy 




